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OFFICE ACTION
 

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT’S TRADEMARK APPLICATION, THE USPTO
MUST RECEIVE APPLICANT’S COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTHS
OF THE ISSUE/MAILING DATE BELOW.
 
ISSUE/MAILING DATE:
 
 
THIS IS A FINAL ACTION.
 
This Office action is in response to applicant’s communication filed on June 3, 2014.  
 
The refusal under Trademark Act Section 2(e)(5) is now made FINAL for the reasons set forth below.  See
15 U.S.C. §1052(e)(5); 37 C.F.R. §2.64(a).  In addition, the following requirement is now made FINAL: 
drawing requirement.  See 37 C.F.R. §2.64(a).
 
Registration was refused on the Supplemental Register because the applied-for mark, which consists of a
three-dimensional configuration of the goods, is a functional design for such goods and is unregistrable. 
Trademark Act Section 23(c), 15 U.S.C. §1091(c); see TMEP §1202.02(a)-(a)(ii).  A feature is functional
if it is “‘essential to the use or purpose of the [product]’” or “‘it affects the cost or quality of the
[product].’”   TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006
(2001) (quoting Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d 1161, 1163-64
(1995)); Inwood Labs., Inc., v. Ives Labs., Inc., 456 U.S. 844, 850 n.10, 214 USPQ 1, 4 n.10 (1982);
TMEP §1202.02(a)(iii)(A).
 
Applicant’s arguments have been considered and found unpersuasive for the reason(s) set forth below.  
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Please note that functional matter may not be registered on either the Principal or Supplemental Registers,
regardless of evidence of acquired distinctiveness.  Trademark Act Sections 2(e)(5) and 23(c), 15 U.S.C.
§§1052(e)(5), 1091(c); see TrafFix Devices, Inc., 532 U.S. at 29, 58 USPQ2d at 1006; In re Controls
Corp. of Am., 46 USPQ2d 1308, 1311 (TTAB 1998); TMEP §1202.02(a)(iii)(A).
 
In general terms, trade dress is functional, and cannot serve as a trademark, if a feature of that trade dress
is "essential to the use or purpose of the article or if it affects the cost or quality of the article." Qualitex
Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d 1161, 1163-64 (1995) (quoting Inwood Labs.,
Inc. v. Ives Labs., Inc., 456 U.S. 844, 850, n.10, 214 USPQ 1, 4, n.10 (1982)).  1202.02(a).
 
While some courts had developed a definition of functionality that focused solely on “competitive need”
– thus finding a particular product feature functional only if competitors needed to copy that design in
order to compete effectively – the Supreme Court held that this “was incorrect as a comprehensive
definition” of functionality. TrafFix, 532 U.S. at 33, 58 USPQ2d at 1006. The Court emphasized that
where a product feature meets the traditional functionality definition – that is, it is essential to the use or
purpose of the product or affects its cost or quality – then the feature is functional, regardless of the
availability to competitors of other alternatives. Id.; see also Valu Eng'g, Inc. v. Rexnord Corp., 278 F.3d
1268, 1276, 61 USPQ2d 1422, 1427 (Fed. Cir. 2002) (“Rather, we conclude that the [ TrafFix] Court
merely noted that once a product feature is found functional based on other considerations there is no need
to consider the availability of alternative designs, because the feature cannot be given trade dress
protection merely because there are alternative designs available” (footnote omitted).)   TEMP
§1202.02(a)(iii)(A).
 
The functionality doctrine, which prohibits registration of functional product features, is intended to
encourage legitimate competition by maintaining a proper balance between trademark law and patent law.
As the Supreme Court explained, in Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 164-165, 34
USPQ2d 1161, 1163 (1995):
 
The functionality doctrine prevents trademark law, which seeks to promote competition by protecting a
firm’s reputation, from instead inhibiting legitimate competition by allowing a producer to control a
useful product feature. It is the province of patent law, not trademark law, to encourage invention by
granting inventors a monopoly over new product designs or functions for a limited time, 35 U.S.C.
Sections 154, 173, after which competitors are free to use the innovation. If a product’s functional
features could be used as trademarks, however, a monopoly over such features could be obtained without
regard to whether they qualify as patents and could be extended forever (because trademarks may be
renewed in perpetuity).
 
In other words, the functionality doctrine ensures that protection for utilitarian product features be
properly sought through a limited-duration utility patent, and not through the potentially unlimited
protection of a trademark registration. Upon expiration of a utility patent, the invention covered by the
patent enters the public domain, and the functional features disclosed in the patent may then be copied by
others – thus encouraging advances in product design and manufacture. In TrafFix Devices, Inc. v. Mktg.
Displays, Inc., 532 U.S. 23, 34-35, 58 USPQ2d 1001, 1007 (2001), the Supreme Court reiterated this
rationale, also noting that the functionality doctrine is not affected by evidence of acquired distinctiveness.
  TEMP §1202.02(a)(iii).
The applicant argues that the mark is non-functional.  However, the trade dress-- the arrangement of the
components on the applicant’s device--is essential to the use or purpose of the product.  
Consumers will not recognize that the layout as a source identifier because it is comprised of all functional
items.  The mark is the combination of functional elements which makes the mark functional overall.
 



Determining functionality normally involves consideration of one or more of the following factors,
commonly known as the “ Morton-Norwich factors”:
 

(1) The existence of a utility patent that discloses the utilitarian advantages of the product or
packaging design sought to be registered.
 
(2) Advertising by the applicant that touts the utilitarian advantages of the design.
 
(3) Facts pertaining to the availability of alternative designs.
 
(4) Facts pertaining to whether the design results from a comparatively simple or inexpensive
method of manufacture.

 
In re Becton, Dickinson & Co., 675 F.3d 1368, 1374-75, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012); In re
Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340-41, 213 USPQ 9, 15-16 (C.C.P.A. 1982); TMEP
§1202.02(a)(v).   
 
In this case, please see attached copies of U.S. Patent Nos. 6,976,519 and 7,789,643 for similar devices. 
The patents encompass bonding or curing devices that incorporate the same elements as the applicant’s
equipment.  The system in U.S. Patent No. 6,976,519 “includes a carrying case, a controller located
within the carrying case and having a microprocessor, a vacuum pump located within the case and having
at least two vacuum ports for connection of vacuum lines, at least two vacuum sensor connectors for
receiving leads of vacuum sensors, at least two heater connectors for receiving leads of electrical heaters,
and at least two temperature sensor connectors for receiving leads of thermocouples. The controller is
operably connected to the vacuum pump, the vacuum sensor connectors, the heater connectors, and the
temperature sensor connectors. A touch-screen video display is mounted within the carrying case and
operably connected to the controller to display information from the controller and input information to
the controller.” Like the applicant’s device, the patent registrant’s goods incorporate vacuum ports,
thermocouple connectors, vacuum pumps, sensors and a video display.
 
A third-party utility patent is relevant evidence of functionality when the patent discloses the utilitarian
advantages of the applied-for product or product packaging configuration sought to be registered.  See, e.g.,
Kistner Concrete Prods. Inc. v. Contech Arch Techs., Inc., 97 USPQ2d 1912, 1921 n.7 (TTAB 2011); In
re Dietrich, 91 USPQ2d 1622, 1627 (TTAB 2009); TMEP §1202.02(a)(v)(A).  A utility patent claiming
the design features at issue is strong evidence that those features are functional.  TrafFix Devices, Inc. v.
Mktg. Displays, Inc., 532 U.S. 23, 29-30, 58 USPQ2d 1001, 1005 (2001); In re Becton, Dickinson & Co.,
675 F.3d 1368, 1375, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012); see TMEP §1202.02(a)(iv), (a)(v)(A). 
However, a patent need not claim the exact configuration for which trademark protection is sought to
prove functionality.  See In re Becton, Dickinson & Co., 675 F.3d at 1375, 102 USPQ2d at 1377 (citing
TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. at 32-33, 34-35, 58 USPQ2d at 1005). 
“[S]tatements in a patent’s specification illuminating the purpose served by a design may constitute
equally strong evidence of functionality.”   Id.
 
The applicant argues that “the configuration of the arrangement provides no real utilitarian advantages to
the user, and is one of many equally feasible, efficient and competitive designs for a hot bonder’s user
interface.”   According to Composites Manufacturing Magazine, the industry spends “a lot of time
focusing on building a tool that technicians can use day-to-day and not something that is overly complex
to operate.”   See http://compositesmanufacturingmagazine.com/2012/03/turning-heat-composite-repair/. 
According to the applicant’s website at http://www.heatcon.com/products/equipment/hot-
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bonders/details/774/234/equipment/hot-bonders/dual-zone/hcs9200b---dual-zone, the standard features of
one of applicant’s hot bonders include the following:
 

·  Operate by easy to follow menus on Hi-Resolution, Hi-Contrast, Sunlight readable LCD Screen

·  Easy change of any cure parameter while program is running

·  In progress graphic and numeric displays are easy to interpret

·  Store 30 programs, enter or revise from key pad

·  Temperature control by TC 1 or 2, hottest/coolest (automatically locates) or average of all

thermocouples, mode selected by operator

·  10 thermocouple inputs per zone per aerospace manufacturers recommendations

·  Temperature adjustments made in increments of 1°F or C.

·  Exceptional integration of alarm and control systems:

o   Scans all thermocouples for alarm and Control

o   High/low temperature deviation alarms for both ramp and dwell

o   Select low vacuum alarm level

o   Alarm system advises specific problem

o   Any alarm causes hold condition, not shut down

o   Alarm hold is automatically released when problem is corrected

o   Easy to silence audible alarm

o   Adjustable loudness

·  Precise PID control, plus Auto-Tune for unusual situations

·  Automatic management of thermocouple break or malfunction

·  Intelligent, automatic restart function after power loss

·  Dot matrix printer offers the following:

o   Standard paper tape and ribbon

o   Time, date, and full program/cure description

o   Record of Tag Number, P/N, Employee ID

o   Graph of actual cure showing time and temperature

o   Setpoint, actual temperatures and vacuum are printed at selected intervals

o   Print - Temperature Summary or all Thermocouples

o   Record of alarm conditions and alarm clear

o   Prints any program changes or adjustments made during cure

·  Quiet internal vacuum system runs off plant air

·  Vacuum system capable of up to 28 in Hg
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·  Monitor vacuum by separate line from repair

·  External filter/trap cleans plant air

·  Adjustable vacuum level, readable before starting cure

·  Shock mounted components

·  Operates on 90 - 270V, 47 - 63Hz

·  30 amps per zone allows bigger blankets and more heat

·  Both zones on HCS9200B can be independently powered/operated

·  HCS9200B “Slave” function runs two zones or blankets as one

·  Temperature display in Celsius or Fahrenheit, user selectable

·  Vacuum display in Millibars, in, Hg or Kpa, user selectable

·  Easy to upgrade hardware, software, and other features

·  Multiple blanket per zone capability

·  All aluminum, scratch resistant, anodized faceplate

·  Ergonomic design, convenient hookup of all accessories

·  Removable lid, lightweight, portable and rugged

·  Circuit breakers are on front panel, no fuses to replace

·  Handles on three sides for convenient handling

Options:

·  Built in Electric Vacuum Pump - Max. flow is 0.75cubic ft/min (354 cm3/sec) and Max. level

is 28+ in Hg (0.967kgs/cm2)

·  Software Security Lock with password access

·  Foreign language menu systems

·  Software modifications for special applications

·  Customized silicone rubber heat blankets

·  Accessory Kits and tool packages

·  Type “K” Thermocouples

·  Special Hot Bonder/cure process training
 
The applicant’s composite repair system “has a built-in vacuum system to allow easier mobility to the
repair site and without the need for an alternative air source.”   See
http://www.heatcon.com/products/equipment/hot-bonders/details/679/234/equipment/hot-bonders/dual-
zone/hcs9200b-ev-dual-zone.  “ The new bonders feature Rapid Startup and a New USB Interface for data
export, with the data capture analysis software and USB drive included. Also featured are Enhanced Menu
and Text Entry Systems for easier navigation and Automatic Graph Scaling for high temperature cures
above 500 degrees Fahrenheit.  Additional features of the bonders include capabilities for up to 30
customizable, user-named profiles, a lightweight size for easy portability, and a hi-resolution, sunlight
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readable LCD screen.”   See
http://webcache.googleusercontent.com/search?q=cache:FVh6RFfMr10J:www.hypercoat.co.in/Images/News/23_Apr_2009_New%2520and%2520Improved%2520Hotbonders.pdf+&cd=13&hl=en&ct=clnk&gl=us.
  Here, the applicant’s combination of thermocouples, switches, knobs, warning lights, display screen and
numeric keypad is essential to the device fulfilling the desired function of the device.  The internal
vacuum system makes the unit portable and usable in various environments for ease of repair.  The
inclusion of the display enables the unit to be all inclusive as opposed to having to use an external monitor
or laptop.  The thermocouples allow auxiliary hoses and cables to be attached.  The unit’s “ergonomic
design” allows for “convenient hookup of all accessories.”  
 
Further, according to http://www.compositesworld.com/articles/in-situ-composite-repair-builds-on-basics,
“Wichitech Industries (Baltimore, Md.) and HEATCON Composite Systems (Seattle, Wash.) offer hot
bonders designed specifically for use on fueled aircraft. HEATCON’s design purges and pressurizes its
bonders and uses arc-suppressing power connectors…”  The applicant’s products are touted at
https://depts.washington.edu/amtas/events/amtas_04jan/Heatcon.pdf, as being easy to operate and
upgrade, with plain paper printout, built-in vacuum port and ten thermocouples per zone with dual voltage.
 
 
The applicant’s units for flightline/hazardous environment operation encompass the following:
 

The case has controlled pressurization and purging to eliminate any possibility of internal explosive
vapors. An external air source is required for this function. The same air source is also used for the
hot bonder's vacuum system.
The purge cycle is started by turning on the power switch, while plant air is connected. Once the
case is pressurized and purged, the unit is ready for operation. Lighted indicators on the faceplate
show case pressure status, purge cycle initiation, and when the system is ready.
Input and output power connectors are manufactured specifically for use in hazardous
environments. The connector requires two separate motions to disconnect. The first turn of the
locking ring allows the electrical connections to separate, while retaining the connector body
captive. At this point, any arc that occurs is contained, not allowing any external vapor ignition. The
second turn of the locking ring frees the connector from the receptacle.
A Ground Fault Interrupter (GFI) minimizes chance of electrical shock. Leakage of more than 4
milliamps of current to ground trips the GFI, cutting off all power.
An independent high limit controller is used with special "supervisory" heat blankets. The high limit
controller connects to a temperature sensing circuit embedded in the heat blanket. If the blanket
sensor detects any hot area exceeding 80% of the flash point of aviation jet fuel, the controller will
disable power output to the blanket. The circuit is self-resetting when the temperature falls below
the critical level. An indicator and alarm will alert the operator to the condition.

 
See http://www.aerospaceonline.com/doc/hcs9000-fl-and-hcs9200-fl-flightline-hot-bond-0001.  
 
The applicant argued in the January 5, 2012 response, that there are equally efficient and/or competitive,
alternative designs for the arrangement of the hot bonder’s user interface components.   However, the
various devices by competitors also encompass the same functional elements in similar arrangements for
ease of use.  See also attached websites of third party companies with devices that incorporate the same
elements in their composite repair and hot bonding equipment to achieve the same results including
wichitechindustries.com/ and www.atacs.com/.  For example, the hot bonder by Wichitech Industries
contains couplers and ports along the top of the device with a numeric keypad in the center.  The controls
for each zone are oriented on the left and rights sides of the panel for the dual control units with the power
switches in the center above the keypad. 
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Further, when functionality is found based on other considerations, there is “no need to consider the [third
Morton-Norwich factor regarding] availability of alternative designs, because the feature cannot be given
trade dress protection merely because there are alternative designs available.”   In re Becton, Dickinson &
Co., 675 F.3d 1368, 1376, 102 USPQ2d 1372, 1378 (Fed. Cir. 2012) (quoting Valu Eng’g Inc. v. Rexnord
Corp., 278 F.3d 1268, 1276, 61 USPQ2d 1422, 1427 (Fed. Cir. 2002)); TMEP §1202.02(a)(v)(C).
 
Accordingly, the refusal is made final.
 
DRAWING OF THE MARK REQUIREMENT MADE FINAL
The applicant was required to submit a drawing of the mark with the non-claimed functional elements in
broken or dotted lines.  The functional elements on the face of the control panel are depicted in solid lines.
  The applicant argues that the three-dimensional configuration of the whole user interface contains all of
the interface’s components shown in solid lines as the location of each of the components is relative to
location of each of the interface’s other components.   However, applicant must depict the mark in the
drawing to include broken or dotted lines to show the position of the mark on the goods or container.  37
C.F.R. §2.52(b)(4); TMEP §§807.08, 1202.02(c)(i).  Applicant must only show the mark itself using solid
lines.  See 37 C.F.R. §§2.52(c), 2.54(e); TMEP §§807.05(c), 807.06(a).
 
A special form drawing must show the mark (1) in black on a white background, if color is not a feature of
the mark, or (2) in color on a white background, if color is a feature of the mark.  37 C.F.R. §2.52(b); see
TMEP §807.04.  In addition, the mark must be shown clearly so as to produce a high quality image when
copied; all lines in the drawing must be clean, sharp, solid, and not fine or crowded.  See 37 C.F.R. §§2.52,
2.53(c), 2.54(e); TMEP §807.04(a).
 
To submit a new drawing via the Trademark Electronic Application System (TEAS), applicant must use
the response form and follow the instructions regarding submission of a drawing.  TMEP §807.05(b); see
37 C.F.R. §2.53(b).  An applicant must submit a drawing via TEAS in jpg format, and the USPTO
recommends a digitized image with a length and width no smaller than 250 pixels and no larger than 944
pixels.  37 C.F.R. §2.53(c); TMEP §807.05(c).
 
For drawings submitted on paper, the paper should be approximately 8.5 inches wide by 11 inches long,
white, non-shiny, and include the caption “DRAWING PAGE” at the top.  37 C.F.R. §2.54(a)-(c) ; TMEP
§807.06(a).  The mark in the drawing must appear no larger than 3.15 inches (8 cm) high by 3.15 inches (8
cm) wide.  37 C.F.R. §2.54(b); TMEP §807.06(a).  Further, the drawing must be made with ink or by a
process that will provide a high definition when scanned.  37 C.F.R. §2.54(e); TMEP §807.06(a).  A
photolithographic, printer’s proof copy, or other high-quality reproduction of the mark may be used.  37
C.F.R. §2.54(e); TMEP §807.06(a).
 
Accordingly, the drawing requirement is made final.
 
Applicant must respond within six months of the date of issuance of this final Office action or the
application will be abandoned.  15 U.S.C. §1062(b); 37 C.F.R. §2.65(a).  Applicant may respond by
providing one or both of the following:
 

(1)  A response that fully satisfies all outstanding requirements and/or resolves all outstanding
refusals.

 
(2)  An appeal to the Trademark Trial and Appeal Board, with the appeal fee of $100 per class.

 



37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R. §2.6(a)(18); TBMP ch. 1200.
 
In certain rare circumstances, an applicant may respond by filing a petition to the Director pursuant to 37
C.F.R. §2.63(b)(2) to review procedural issues.  37 C.F.R. §2.64(a); TMEP §714.04; see 37 C.F.R.
§2.146(b); TBMP §1201.05; TMEP §1704 (explaining petitionable matters).  The petition fee is $100.  37
C.F.R. §2.6(a)(15).
 
 
 
 

/Tracy Cross/
Examining Attorney
Law Office 109
(571) 272-9271
Tracy.Cross@uspto.gov

 
TO RESPOND TO THIS LETTER:  Go to http://www.uspto.gov/trademarks/teas/response_forms.jsp.  Please
wait 48-72 hours from the issue/mailing date before using the Trademark Electronic Application System
(TEAS), to allow for necessary system updates of the application.  For technical assistance with online
forms, e-mail TEAS@uspto.gov.  For questions about the Office action itself, please contact the assigned
trademark examining attorney.  E-mail communications will not be accepted as responses to Office
actions; therefore, do not respond to this Office action by e-mail.
 
All informal e-mail communications relevant to this application will be placed in the official
application record.
 
WHO MUST SIGN THE RESPONSE:  It must be personally signed by an individual applicant or
someone with legal authority to bind an applicant (i.e., a corporate officer, a general partner, all joint
applicants).  If an applicant is represented by an attorney, the attorney must sign the response. 
 
PERIODICALLY CHECK THE STATUS OF THE APPLICATION:  To ensure that applicant does
not miss crucial deadlines or official notices, check the status of the application every three to four months
using the Trademark Status and Document Retrieval (TSDR) system at http://tsdr.uspto.gov/.  Please keep
a copy of the TSDR status screen.  If the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at TrademarkAssistanceCenter@uspto.gov or call 1-800-786-
9199.  For more information on checking status, see http://www.uspto.gov/trademarks/process/status/.
 
TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS:  Use the TEAS form at
http://www.uspto.gov/trademarks/teas/correspondence.jsp.
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